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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 7-72 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s)i.-ix is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 22 July 2003 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawjng(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a daim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)l3 All b)n Some * 0)0 None of: 

1 .M Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Applicafion No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Specification 

The incorporation of essential material in the specification by reference to an 
unpublished U.S. application, foreign application or patent, or to a publication is 
improper. Applicant is required to amend the disclosure to include the material 
incorporated by reference, if the material is relied upon to overcome any objection, 
rejection, or other requirement imposed by the Office. The amendment must be 
accompanied by a statement executed by the applicant, or a practitioner representing 
the applicant, stating that the material being inserted is the material previously 
incorporated by reference and that the amendment contains no new matter. 37 CFR 
1.57(f). 

On page 1 paragraph [0001] of the specification Applicant states the disclosure 
of Japanese Application No. 2002-229674 is incorporated herein by reference in its 
entirety. This objection could also be overcome by removing the statement pertaining to 
incorporating the foreign patent by reference. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3 and 5, 8-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by JP'576 (JP 2002-105576 English Machine Translation). 
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JP'576 teaches a hydrogen absorbing body comprising a layer containing Mg 
which has noble metal materials laminated onto the Mg containing layer (CLAIMS: 
[Claims 1 and 5]; Figure 7). Such a laminate would have inherently exhibited different 
degrees of strain caused by absorption/desorption of hydrogen since they differ in 
material composition and thus would differ in physical properties. 

Regarding the limitation in claim 2 that the difference in hydrogen absorption 
amount between the two materials is at least 0.5 % by mass, the Mg layer and Pd 
layers of JP'576 would have a difference in absorption within the claimed range. As 
evidence that such would be the case, Figure 1 in the instant Application shows the 
absorption of Pd as being 0.5 % by mass and that of substantially pure Mg being 7.4 % 
by mass. 

Regarding claim 3, JP'576 is silent to the yield stress of the absorbing materials, 
however, the materials recited by JP'576 inherently have.yield stresses greater than the 
amount claimed. 

Regarding claim 8, JP'576 teaches that one of the absorbing materials may be 
an alloy such as an alloy of Mg and Ni or an alloy of Mg and a rare earth (DETAILED 
DESCRIPTION: [0015]). Employing such an alloy would have resulted in the formation 
of the plurality of phases on a nanometer scale. 

Regarding claim 9, Figures 4 (a), (b) and (c) and Figure 7 of JP'576 appears to 
show the layer thicknesses of both sets of materials would be within the range claimed. 
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Regarding claim 10, the Pd and IVIg layers would meet the limitation of being a 
different type of hydrogen absorbing material wherein they are laminated so as to form 
two layers. 

Regarding claim 1 1 , as was set forth above, JP'576 teaches that an alloy of 
Magnesium may be used. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the inventton is not identically disclosed or described as set 
forth in sectton 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvtous at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4, 6-7 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP'576 (JP 2002-105576 English Machine Translation). 

JP'576 teaches what is set forth above. JP'576 further teaches that a 
magnesium alloy of Mg and Ni may be suitable for use as the hydrogen absorbing 
material (DETAILED DESCRIPTION: [0015]). However, JP'576 is silent as the alloy 
comprising 50-90 at% Mg. It would have been within the purview of one of ordinary skill 
in the art at the time of the invention to have recognized that a wide variety of alloying 
compositions of Mg and Ni could provide suitable properties for use as an absorbing 
material with a reasonable expectation of success. Absent a teaching of the critlcallty or 



Application/Control Number: 10/623,731 Page 5 

Art Unit: 1775 

showing of unexpected results, the claimed Mg content of between 50 to 90 at% would 
not provide a patentable distinction over the prior art. 

Regarding claims 6 and 12, JP'576 teaches that other elements such as 
vanadium may suitably be employed in the absorbing body (DETAILED DESCRIPTION: 
[0019]). Although JP'576 is silent as to the amount of vanadium that may desirably be 
added, it would have been within the purview of one of ordinary sl<ill in the art at the 
time of the invention to have recognized that a wide variety of alloying compositions of 
vanadium could provide suitable properties for use as an absorbing material with a 
reasonable expectation of success. Absent a teaching of the criticality or showing of 
unexpected results, the claimed V content of between 10 to 99 at% would not provide a 
patentable distinction over the prior art. 

Regarding claim 7, JP'576 teaches the layer thicknesses are within the range 
claimed (Figure 4(a-c) and 7). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason L. Savage whose telephone number is 571-272- 
1542. The examiner can normally be reached on M-F 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on 571-272-1535. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/623,731 
Art Unit: 1775 



Pages 



Information regarding the status of an application may be obtained from the 



Patent Application Information Retrieval (PAIR) system. Status information for 
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Status information for unpublished applications is available through Private PAIR only. 
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Business Center (EBC) at 866-217-9197 (toll-free). 
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